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DETAILED ACTION 

Response to Amendment 

1 . The pending claims are 1 - 36. Claims 8-15 and 34 - 36 are withdrawn from 
consideration as being drawn to a nonelected invention. 

2. The 35 USC 1 12 2 nd paragraph rejection to the term "broken-filament yarns" is 
withdrawn since the Applicant has defined the term in the disclosure by stating that "broken- 
filament yarns are processed such that some of loop formed in air jet texturing are broken". 

Claim Rejections - 35 USC §102 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. Claims 16, 29, 30, 31, 32, and 33 stand rejected under 35 U.S.C. 102(b) as being 
anticipated by Merriman (1 ,987,858) for the reasons of record. 

Claim Rejections - 35 USC §102/103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 1-7 and 17-28 stand rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Merriman for the reasons of record. 

Claim Rejections - 35 USC §103 

7. Claims 1-7 and 16 33 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over Collier (5,487,936) for the reasons of record. 

Response to Arguments 
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8. Applicant's arguments filed November 19, 2003 have been fully considered but they are 
not persuasive. First, the Applicant argues that the limitations in claim 16, which states "the 
surface hand of the face of the fabric is approximately equal to the surface hand of the back of 
the fabric," is not taught by Merriman since Merriman does not disclose napping both sides of 
the fabric. However, the applicant never requires that the hand is measured in the areas which 
are napped. Merriman teaches that the surface of the fancy weave fabric is napped which 
produces unnapped and napped regions. The hand of the unnapped regions would be 
approximately equal to the hand of the back of the fabric which has not been napped. Therefore, 
the limitation is met by the teaching of Merriman. 

With respect to the Applicant's arguments that the limitations that the fabric is napery or 
curtains distinguishes the claimed fabric over the prior art, it is again set forth that those 
limitations are interpreted as intended use and are not given any patentable weight since they fail 
to add any. further structural limitations to the fabric. It has been held that a recitation with 
respect to the manner in which a claimed product is intended to be employed does not 
differentiate the claimed product from a prior art product satisfying the claimed structural 
limitation. Ex parte Masham, 2 USPQ2d 1647 (1987). In this case, the fact that a fabric is put on 
a table or hung from a curtain rod, dose not in any way change the structure of the fabric itself, it 
only changes where the fabric is or how the fabric is used which are not given patentable weight. 
If the body of a claim fully and intrinsically sets forth all of the limitations of the claimed 
invention, and the preamble merely states, for example, the purpose of intended use of the 
invention, rather than any distinct definitions, then the preamble is not considered a limitations 
an is of no significance to claim construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 
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F.3d 1298, 1305, 51 USPQ 2d 1161,1 165 (Fed. Cir. 199). Additionally, it has been held that if a 
prior art structure is capable of performing the intended use as recited in the preamble, then it 
meets the claim. In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997). 
In other words, the Applicant cannot overcome an anticipation rejection because the Applicant's 
product has a different use than the prior art, since the prior art is capable of performing the 
intended use. Thus, the rejection is maintained. 

Further, the Applicant argues that Merriman discloses a conventional napping process 
and does not teach napping both surfaces, and thus would not have the claimed properties. First, 
it is noted that the Applicant fails to claim a specific napping process, nor has the Applicant 
provided any evidence that proves that a specific napping process would produce a structurally 
different product. Thus, the manner in which the fabric is napped is not given any patentable 
weight. Therefore, it only matters if the fabric is napped, not how the fabric is napped. Second 
the Applicant does not claim that the fabric must be napped on both sides. Therefore, the prior 
art does not need to teach a fabric which is napped on both side. 

With respect to the claimed properties, as set forth in the previous Office action, the 
properties are presumed to be inherent to the fabric, since the prior art teaches all the structural 
limitations recited in the claims. When the PTO shows a sound basis for believing that the 
products of the applicant and the prior art are the same, the applicant has the burden of showing 
that they are not. In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 
Thus, the burden has shifted to the Applicant to provide evidence that the properties are not 
inherent in the prior art materials. In re Best, 562 F.2d at 1255, 195 USPQ at 433. Arguments of 
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counsel cannot take the place of evidence. In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 
196 (Fed. Cir. 1984). Therefore, the rejections are maintained. 

With respect to Collier, the Applicant argues that Collier teaches conventional napping 
process and thus napping the fabric on both side would not produce an approximately equal 
surface on both sides of the fabric. Again it is noted that the Applicant does not claim a specific 
type of napping, nor has the Applicant shown that a specific type of napping is required to 
produce the claimed properties. Further, with respect to a disclosure to produce the same surface 
roughness on both sides of the fabric, the rejection was made with an obviousness statement that 
provided reasons why one of ordinary skill in the art would treat both sides of the fabric. The 
Applicant has provided no arguments that the obviousness statement was flawed, and thus is 
maintained. Further, it is again noted that the arguments of counsel cannot take the place of 
evidence and the Applicant must provide evidence to prove that the claimed properties would not 
be present in the prior art fabric. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jenna-Leigh Befumo whose telephone number is (571) 272-1472. 
The examiner can normally be reached on Monday - Friday (8:00 - 5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Jenna-Leigh Befumo 
February 4, 2004 





